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Why Your Inventions are Important to NASA 

The United States Government in general and NASA in particular, employ many of the finest 
scientific and technical personnel available in the world.  Many scientists and engineers, 
however, are unaware that patent protection for inventions is very important to  
the Government.

This publication is intended to open the door, for the NASA scientists, engineers, and other 
NASA inventors, to the seemingly complex world of patents; to guide the inventor along the 
path to patent protection; and to remove the mystique that sometimes surrounds the subject 
of patents.

Patents are of considerable value to Government employee inventors in several ways.  First, 
there is a monetary incentive award given to the inventor upon the filing of a patent applica-
tion in the U.S. Patent and Trademark Office (PTO).  Second, supplemental awards may also 
be given to NASA inventors for significant inventions. Third, NASA employees may share in 
liscence royalties if NASA liscenses the invention.  Fourth, depending upon the circumstanc-
es under which the invention was made, commercial rights may be retained by the inventor.  
The value of such commercial rights will, of course, depend upon the adaptability of the 
invention to use in the civilian economy.  Fifth, having a patent issued enhances the inven-
tor’s professional prestige, as the number of patents issued to an inventor is commonly 
viewed as an indication of the inventor’s scientific creativity and could enhance future 
promotions or job opportunities.

The value to the Government of patents on Government employee inventions is twofold.  
First, they protect the Government from potential infringement claims and suits for money 
damages.  In order to carry out the varied missions of NASA, it is necessary to buy 
and use products developed in many fields of technological development.  Therefore, 
NASA, as well as its contractors, is involved in enormous research and development 
efforts to provide the items necessary to improve the effectiveness of NASA.  Patents 
serve to protect NASA against payment of royalties for using technology which was 
first developed by a NASA inventor and provide protection against multimillion dollar 
infringement claims and suits.  Second, NASA has always been a leader in the 
Government in the transfer of its technology to the private sector.  Obtaining 
patents is a key component of NASA’s technology transfer activities because patents 
allow full public disclosure while providing exclusivity in order to lay a foundation 
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for business investment and development.  Patents facilitate rapid commercialization of an 
invention through licensing agreements with commercial firms.

Protecting NASA Inventions

As discussed above, new ideas and inventions are very important, both commercially and for 
the advancement of our Country in general.  What is the best method of protecting these 
inventions of NASA employees?  Ordinarily, when an inventor makes an invention, there are 
three courses of action which may be taken to protect the invention:

1. Keep the invention secret in order to protect it (i.e., the invention becomes a “trade 		
	 secret”), or
2. Publicize the invention by writing or other suitable means, or
3. File a patent application.

Trade Secrecy Protection
If the inventor elects to keep the invention secret, some other person may come along at a 
later date and, having independently made the same invention, may patent it or make it 
public, and receive full credit.  The inventor who keeps his invention secret can rarely 
establish that he thought of the idea first.  Therefore, when thousands of researchers are 
seeking new developments in many fields of technology, secrecy alone may afford poor 
protection, especially for Government inventions.  Because NASA is subject to the Freedom 
of Information Act (FOIA), keeping our inventions as a trade secret may be extremely 
difficult.  In addition, NASA’s charter under the Space Act (42 U.S.C § 2473, Pub. L. No. 
85-568, As Amended) is to disseminate technical information to the public.  Clearly, trade 
secrecy protection for NASA inventions would be contrary to this purpose.  Trade secrecy 
protection is more commonly used in industry, such as the formulas for Coke, or Kentucky 
Fried Chicken, which are famous examples of trade secrets.

Protection by Publication
Some inventors elect to publish their inventions, and one might think that sufficient.  
However, another inventor may independently make the same invention and file a patent 
application within a year of the publication, “swear back of the publication date,” and obtain 
a patent.  A person can “swear back of the publication date” by filing a declaration of prior 
invention with the PTO.  After the patent is granted, the patent holder will be able to keep 
the public, including the author of the publication, from practicing the invention for the life 
of the patent.  Many NASA scientists and engineers are eager to quickly publish the results of 
their research efforts to widely disseminate the results and to gain recognition from their 
peers in the scientific community.  While this is an admirable motive, however,  NASA 
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scientists and engineers should always keep in mind the potential value of NASA’s “intellec-
tual property” which they may be giving away for free!

Good Recordkeeping is Important!
It is often very important to be able to establish, from only your WRITTEN RECORDS, 
the date on which your invention was conceived.  As soon as possible, you should put your 
ideas in writing, describing in as much detail as possible your concept or discovery (including 
ideas and sketches or drawings), and explain how the invention works.  This writing should 
then be maintained in a permanently bound notebook with numbered pages, and 
shown in confidence, preferably to a disinterested friend or fellow worker, and de-
scribed so that he or she understands your idea.  Your friend should then be asked to 
witness that he or she “read and understood” the document by signing and dating it.  Two 
witnesses are better than one.  Standard laboratory notebooks, available from the Patent 
Counsel, when properly completed and witnessed, are the best evidence of the date of 
invention.  Even if you keep your records on a personal computer, make a printout of the 
description and then permanently paste it into the lab notebook. Never remove pages from a 
laboratory notebook. 

Copyright Protection
A copyright protects the works of an author against being copied.  The scope of copyright 
protection includes all kinds of literary, pictorial, graphic, sculptural, audiovisual, visual, 
dramatic, or musical works.  The copyright prevents others from copying the creation of the 
author and goes only to the form of expression rather than to the subject matter of the 
writing.  For example, a description of a machine could be copyrighted as a work of author-
ship, but the copyright would not prevent others from writing a description of their own, or 
from making and using the machine.

There are some exceptions to the copyright owner’s exclusive right to permit copying or 
distribution of a copyrighted work.  These exceptions include “fair use” copies, e.g. copies 
made for teaching, scholarship, or research and library archive copies.  Unless an exception 
applies, the user must obtain permission to use the copyrighted work, which may involve the 
purchase of a license.  Use for governmental purposes without permission could result in 
liability of the Government under 28 U.S.C. § 1498.

By law, no copyright can be obtained on works authored solely by a Government employee 
as part of his or her official duties, although the Government can own a copyright on works 
of non-government entities by assignment.  Any questions relating to the use of copyrighted 
works should be directed to the Center’s Patent Counsel.

Trademark Protection
A trademark is a distinctive word, emblem, symbol or device providing goods in commerce 
with an identification and/or distinctive appearance over similar goods of others.  Goodwill 
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built through effective advertising and longstanding use of a trademark might otherwise be 
lost through imitation and piracy.  Trademark rights prevent others from using the same or a 
confusingly similar name on the same or similar goods, but do not prevent others from 
making the same or similar goods without using the trademark.

The U.S. Government, though not in commerce in the traditional sense, nevertheless owns 
numerous trademarks, including the Army slogan “Be all you can be” and the NASA-owned 
trademark “NASTRAN.”

Government Ownership of Inventions
The U.S. Government owns many thousands of patents.  Some of these patents are the result 
of inventions made by employees of the Federal Government, while others result from 

inventions made under Government contracts.  Government ownership of inventions 
can also arise from Space Act Agreements, research done by NASA employees on leave 
attending universities, collaborations between NASA employees and private parties, 
etc.

In general, inventions in which NASA has an interest arise in one of the following 
three ways: (1) Employee disclosed inventions, (2) Contractor disclosed inventions, (3) Joint 
inventions between NASA employees and non-NASA employees.

Employee Disclosed Inventions
The respective rights of the Government and federal employees in employee inventions are 
governed by Executive Order 10096, as amended by Executive Order 10930.  These two 
executive orders set forth a policy contained in 37 CFR § 501 which, under most circum-
stances where there is any nexus between the employee’s Federal job and the invention, 
results in the Government having the title to the invention.  The regulation [37 CFR § 
501.6(a)(1)] states:
The Government shall obtain... the entire domestic right, title, and interest in and to any 
invention made by any Government employee:
      i.   During working hours, or
  ii.   With a contribution by the Government of facilities, equipment, materials,    
        funds, or information, or of time or services of other Government employees on    
       official duty, or
iii. Which bears a direct relation to or is made in consequence of the official duties    
          of  the inventor.

The regulation [37 CFR § 501.6(2)] further states that the Government must leave title with 
the federal employee in the following two situations:

1. The contribution of the Government . . . is insufficient equitably to justify a requirement 		
	 of assignment of the entire right, title and interest, or
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2. The Government has insufficient interest in an invention to obtain the entire right, title, 		
	 and interest.

The retention of title by the inventor is “subject however, to the reservation to the 
Government of a nonexclusive, irrevocable, royalty-free license in the invention 
with power to grant licenses for all governmental purposes.”

Rights Determinations
When an employee of NASA submits an invention disclosure to the Patent 
Counsel, the employee will be requested to complete NASA Form 434 entitled 
“Patent Rights Questionnaire” (see Appendix A-1).  If the inventor recognizes that 
the Government is entitled to all rights, as explained above, only the portion 
entitled “Agreement to Assign” need be completed.  If the inventor believes that 
the Government is entitled to less than all rights in the invention, the entire 
form should be completed.

Except when the inventor assigns all rights to the Government, the Patent Counsel will 
prepare a “Determination of Rights” in the invention, which outlines the Government’s 
reasoning for either granting or denying rights to the employee, and which will be forwarded 
to NASA Headquarters for approval.  Based upon this document, the rights of the parties in 
the invention will be set forth.

NASA employees who do not agree with the determination of rights in an invention may 
obtain review of that determination by the Secretary of Commerce under the procedures set 
forth in 37 CFR § 501.8.   The aggrieved employee has 30 days from receipt of the NASA 
Headquarters approved determination to file the appeal.

Contractor Disclosed inventions
The Space Act, Section 305(a) [42 USC § 2457(a)] provides that whenever any invention is 
made in the performance of any work under a NASA contract, the invention is the exclusive 
property of the United States if the Administrator determines that the contractor employee 
was acting within the scope of his employment duties under the contract.  Each NASA 
contract is required to contain provisions under which the contractor:

“shall furnish promptly to the Administrator a written report containing full and complete 
technical information concerning any invention, discovery, improvement, or innovation 
which may be made in the performance of such work.”

This statutory requirement is implemented by the inclusion of either the NASA FAR Supple-
ment (NFS) clause 1852.227-70 [New Technology] or by the Federal Acquisition Regulation 
(FAR) clause 52.227-11 as modified by NFS 1852.227-11 [Patent Rights--Retention by the 
Contractor (Short Form)] into NASA contracts.
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Large Business
For “large entities” [i.e., big business], NFS clause 1852.227-70 creates a presumption that 
all “reportable items” [i.e., inventions] were made by the contractor per the Space Act unless 
the contractor can prove otherwise.  Thus, the Government “owns” the invention and the 
contractor is granted a revocable royalty-free license.  The contractor may request that NASA 
waive its rights to the invention [NFS1852.227-70(3)].  The request is reviewed by the 
NASA Inventions and Contributions Board, with final approval by the Administrator.   If the 
waiver is granted, the Government reserves a nonexclusive, irrevocable royalty-free license 
and other rights as outlined in 14 CFR § 1245.107.

Small Business
For “small entities” [i.e., small business, universities, or non-profit organizations], FAR 
clause 52.227-11 results in almost the exact reversal of the situation above.  The contractor 
has the right to elect title to the invention, and the Government has an irrevocable, nonex-

clusive royalty-free license in the invention.  NASA allows small business up to two years to 
decide whether they wish to retain title.  If they choose not to, then title in the invention 
reverts to NASA, or may go to the inventor if NASA does not wish to obtain a patent or 
otherwise commercialize the invention. 

Joint Inventors (NASA & Non-NASA Employees)
What about when a NASA and a non-NASA employee jointly make an invention?  The 
answer depends upon the status of the non-NASA employee.  If the non-NASA employee is 
working for NASA under a contract or cooperative agreement, then the contract provisions 
discussed above apply.  If the non-NASA employee is not working under a contract or grant, 
then the non-NASA employee has an undivided interest in the invention.  If NASA is 
entitled to an assignment by the NASA employee, then the invention is jointly owned by 
NASA and the non-NASA employee.  If NASA is not entitled to an assignment by the 
NASA employee, then the invention is jointly owned by the NASA employee and the non-
NASA employee.  The exact circumstances under which NASA would choose to file a patent 
application on joint inventions vary widely.   If this situation arises, the NASA inventor 
should contact the Patent Counsel for advice.

Patent Protection of Inventions 

A U.S. patent is a grant by the U.S. Government to an inventor for a limited period of time 
to EXCLUDE others from making, using, or selling the invention in the United States.  
Patent grants are authorized by Article 1, Section 8 of the Constitution:

“Congress shall have the power to promote the progress of science and useful arts by securing 
for limited times to authors and inventors the exclusive right to their respective writing and 
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discoveries.”

The patent DOES NOT, however, give the inventor the right to make, use or sell HIS or 
HER invention.  That right may be subject to the superior right of a dominant patent issued 
earlier upon which the inventor has improved.

Historical Background
Prior to 1790 (i.e., prior to the Constitution of the U.S.), American colonies granted patents 
by special acts of legislature; therefore, it was necessary for an inventor to make a special 
appeal to the governing body of the colony or state to protect an invention.  The first such 
patent on this continent was granted by the Massachusetts General Court to Samuel Win-
slow in 1641 for a novel method of making salt.

In 1790, the fee for a patent was approximately$4.  Thomas Jefferson was the first Commis-
sioner of Patents, and he personally examined all applications.   Samuel Hopkins received the 
first U.S. Patent for an improved method of making potash.  A total of 55 patents were 
issued between 1790 and 1793.

On March 14, 1794, Eli Whitney received a patent for his famous “cotton gin,” and on May 
5, 1809, Mary Kies was the first woman to receive a patent for an invention relating to 
“weaving straw with silk or thread.”   On June 21, 1834, Cyrus H. McCormick received a 
patent for his reaper, and on Feb 25, 1836, Samual Colt received one for his revolving barrel 
gun.  In 1842, Ornamental Designs were made patentable.  In 1849, Abraham Lincoln 
received a patent for “A device for buoying vessels over shoals.”  In 1870, the Patent Office 
was given jurisdiction over trademarks.  Approximately 105,000 patents had been issued to 
this date.  In 1873, Louis Pasteur received a patent for “Improvements in the process of 
making beer.”  Thomas Edison received a patent on the phonograph in 1878 and on the 
“electric light bulb” in 1880.  In 1893, the zipper was patented, and in 1898, the wireless 
telegraph (radio) was patented.

Patent number 1,000,000 was issued in 1911.   In 1930, plants were made patentable, and 
on Aug 18, 1931, plant patent number 1 was issued to Henry Bosenberg for “a climbing 
rose.”  In 1935, patent number 2,000,000 issued.  In 1936, design patent number 100,000 
issued.  In 1961, patent number 3,000,000 issued.  In 1975, patent number 4,000,000 
issued, and in 1991, patent number 5,000,000 issued.

What Inventions and Discoveries Can be Patented?
There are three basic requirements for patentability; the invention or discovery must be (1) 
NEW, (2) USEFUL, and (3) NONOBVIOUS.  In addition, the invention must fall into one 
of the six “statutory” classes described below.  “New” means that the invention or discovery 
was first made by the inventor seeking the patent (i.e., it hasn’t been done before).  “Useful” 
means that the invention or discovery must have at least one lawful purpose and is workable.  
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“Nonobvious” means that the invention or discovery is not reasonably “suggested” by an 
invention or discovery which has been disclosed to the public through publication or use.  In 
addition to these basic requirements, the person making the application for a patent must be 
the actual inventor or discoverer of the item.  Hence, NASA as an entity can not be an 
“inventor” and apply for a patent.  Instead, the NASA employee (or contractor employee) 
who invented the new, useful, and unonobvious invention must be the applicant, and NASA 
can obtain an assignment of the invention from the inventor.

Statutory Classes
There are six “statutory” classes of inventions under U.S. patent law: (1) Processes, (2) 
Machines, (3) Articles of Manufacture, (4) Compositions of Matter, (5) Designs, and (6) 
Plants.  The invention must fall into one of these classes to be patentable.  New and useful 
improvements to classes (1) - (4) are also patentable.

Processes
The word “process” includes not only those processes or methods which are purely chemical, 
but also those which involve successive physical or mechanical steps to obtain useful results.  
An example of a process, or method, patent is shown in Appendix B-1.

Machines
The second class is termed “a machine.”  This class includes electrical circuitry, and encom-
passes generally any operating system which functions according to an inherent natural law to 
produce a useful result.  An example of an electrical circuit “machine” is shown in Appendix 
B-2.  An example of a mechanical “machine” is shown in Appendix B-3.

Articles of Manufacture
The third class is an “article of manufacture” which comprehends generally a dormant device 
without a particular mode of operation (e.g., wrench, hammer, etc.).  Animal patents also fall 
into this category.  An example of an article of manufacture is shown in Appendix B-4.

Compositions of Matter
The fourth class is the “composition of matter,” which includes chemical compounds or 
mixtures (e.g., explosives, fuel compositions, plastics, synthetic fibers, alloys, food formul-
ations). An example of a composition of matter is shown in Appendix B-5.

The above four statutory classes of inventions constitute what are called 
“utility inventions.”  Utility patents comprise by far the majority of 
patents issued in the United States.

Designs
Design patents cover only the ornamental appearance of an article of 
manufacture.  They have nothing to do with its operation or function, 
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but only its external appearance.  Typical design patents include printed designs in dress 
materials, plastic cabinets or furniture, new designs for playing cards, and tire treads.  An 
example of a design patent is shown in Appendix B-6.

Plants
The plant patent is granted for new, asexually reproduced plants.  Most of the patented plants 
are new varieties of fruit trees, bushes, vines, and ornamental flowering plants.  An example 
of a plant patent is shown in Appendix 
B-7.

New and Useful Improvements
Any new and useful improvement of a method, machine, article of manufacture, or composi-
tion of matter can also be patented.  An example of an “improvement” patent is shown in 
Appendix B-8.

Examples of New “ideas” that Can’t Be Patented
Not every new idea or discovery is patentable.  Certain “discoveries” are not really new, 
but merely previously unknown or unappreciated subject matter.  They include 
principles, laws of nature, or natural forces (e.g., Einstein couldn’t patent E=mc2), and 
naturally occurring articles (e.g., the discovery of radium by Madam Curie).

Another group of subject matter that has been excluded by judicial construction includes 
printed matter, mental processes, mere chemical formulas, systems of bookkeeping, funda-
mental truths, original causes, motives, methods of calculation and mental steps.

Disclosing Your Inventions to NASA

Authority
Employees under the jurisdiction of NASA are responsible for:
(1) Assuring that their inventions are disclosed to the Center’s Patent Counsel;
(2) Informing the Patent Counsel of any proposed publications, public use, or oral public 		
	 disclosures which may create a bar for patent protection, and taking all reasonable steps 		
	 to prevent such bars;
(3) Agreeing, upon request, to assign the invention to the Government; or, if it is believed 		
	 that NASA is not entitled to an assignment, furnishing information regarding the 
	 circumstances under which the invention was made so that a determination of rights can  
	 be made;
(4) Executing all necessary documents for NASA to file and prosecute patent applications 		
	 (U.S. and foreign), and obtain and maintain patents for assigned inventions; and



10 Patents 
Invention Disclosure Information for NASA Inventors

(5) Assisting in the prosecution of such patent application(s); including, if needed, making 		
available records relating to the conception or reduction to practice of the invention.

When and How to Disclose
The NASA inventor should disclose his invention to the Patent Counsel as soon as possible 

after “conception” of the invention.  The “conception” of an invention occurs when the 
inventor has formulated the complete invention in sufficient detail as to enable a person 
of ordinary skill in the art to make and use the invention without resort to undue 

further inventiveness or experimentation.  A broad idea is not the conception of an 
invention where the one having the idea lacks sufficient information or understanding 
to adequately describe or to construct the device.  “Conception,” however, does not also 

mean “construction.”  The inventor does not have to build and test the invention in order to 
“reduce it to practice,” but the inventor must be able to adequately describe the invention so 
that the filing of the patent application results in a “constructive” reduction to practice.  The 
PTO rarely requires that a model of the invention be built; in fact, the only time in recent 
history when a model was required was when the inventor claimed that he had invented a 
“perpetual motion” machine.

Inventions are disclosed to the Center’s Patent Counsel as a “Disclosure of Invention and 
New Technology (Including Software)” report.  This disclosure is preferably done electroni-
cally via a website know as eNTRe.  This website is designed specifically to help NASA 
employees and parties under NASA funding agreements (i.e., contracts, grants, cooperative 
agreements, and subcontractors thereunder) report new technology information directly, via 
a secure Internet connection, to NASA (http://invention.nasa.gov).

Correct lnventorship is Important
A person is not entitled to a patent if the inventor did not invent the subject matter sought 
to be patented.  A U.S. patent must be applied for in the name of the actual inventor or 
inventors, and a U.S. patent which is applied for by one who is not the true inventor is 
unauthorized by law and void.   A person to whom the true inventor communicates the idea 
of the invention is not considered the inventor, but the fact that the applicant makes inqui-
ries or received advice from others in the course of research does not preclude a claim of 
inventorship.  Also, a person who suggests to another that a certain thing be done but who 
does not suggest the method or apparatus embodied in the patent application is not the 
inventor.  Typically, for a suggestion to constitute part of an invention, the suggestion must 
have furnished enough information to enable an ordinary mechanic to put the invention into 
operation without the exercise of any ingenuity or special skill.

When an invention is made by two or more persons jointly, all inventors must be listed on 
the patent application.  Barring specific extenuating circumstances (e.g., an inventor’s death 
or refusal to participate), none of the joint inventors alone, nor less than the entire number, 
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can apply for a patent on an invention made by them jointly.  Inventors may apply for a 
patent jointly even though (1) they did not physically work together or at the same time, (2) 
each did not make the same type or amount of contribution, or (3) each did not make a 
contribution to the subject matter of every claim of the patent.  A co-inventor whose sugges-
tion transforms a marginally operable invention into a successful one is properly named a 
joint inventor.  However, typically a person is not a co-inventor if he merely offers a sugges-
tion to the inventor or merely assists the inventor.  For example, a test engineer would 
normally not be a co-inventor.

A Complete Description of the Invention is Important
As discussed above under the importance of good recordkeeping, it is very important that a 
complete description be prepared of your invention.  It is much better to have too much 
description than too little.   Keep in mind that the attorney who will prepare your applica-
tion, while having a degree in Engineering or Science as well as law, is probably not an expert 
in your particular field.   In order to aid the attorney’s understanding of your invention, a 
more detailed description than would be necessary for your colleagues should be prepared.  If 
you have made any proposals, publications, etc., these are generally excellent documents to 
submit as well.

Assignment of a Case Number
After receipt of the invention disclosure, the Patent Counsel will log-in the disclosure and a 
“Case Number” (e.g., GRC 17123-1) will be assigned to identify this disclosure throughout 
its life.

Publication of Invention in NASA Tech Briefs
The Center’s Technology Transfer Office, or Awards Liaison Officer, will often arrange for a 
brief description of the invention to be published in the NASA Tech Briefs magazine after 
the filing of a patent application on the invention and/or as a means for commercializing 
the technology.  The Tech Briefs article will identify the disclosure by the docket number, 
state if the invention has been submitted to the PTO, and if the invention is now available 
for licensing.

Publication of Invention in NASA Patent Abstracts Bibliography
The NASA Patent Abstracts Bibliography (NASA PAB) is an online semiannual NASA 
publication containing comprehensive abstracts and indexes of NASA-owned inventions 
covered by U.S. patents.  When appropriate and available, the abstract includes a key illustra-
tion taken from the patent.  Entries are arranged by division and then by category.  The 
current issue and one previous issue are free, other back issues are available through the 
NASA Center for AeroSpace Information (CASI).  This publication also provides links to 
other NASA sites containing information about patent availability and licensing.
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Evaluation of the Invention
Any reported invention for which the Government has the right to obtain either title or a 
license will be evaluated for NASA interest, including both anticipated Government use and 
commercial potential.

The evaluation may include sending NASA Form 433 entitled “Invention Evaluation 
Questionnaire” (IEQ) [see Appendix A-3] to an appropriate evaluator.  Other evaluation 
means, such as a review by panel which may include technical and business experts and/or a 
commercial assessment prepared by a Contractor may also be utilized.  The NASA Patent 
Counsel and/or the Center’s Technology Transfer Office will then use this information to 
assign a priority or category to the disclosure.    

Assignment of a Priority to the Disclosure
Upon receipt of the completed IEQ, commercialization report and/or panel recommenda-
tion, the Patent Counsel and/or Technology Transfer Office will analyze this information and 
assign a priority or category to the invention (for example, P1, P2 or P3; Category A, B or 
C).   A P1 priority (or Category  A) denotes an invention of significant enough interest to 
NASA to warrant the preparation and filing of a patent application by NASA.   Some factors 
which are may support a P1 priority include: (1) Invention has significant market potential 
(2) Invention has significant potential for improving quality of life, and/or (3) Invention is of 
such a significant technical nature that a patent would provide NASA and the Center with 
recognition and prestige (resulting in future programs for the Agency or Center). 

A P2 priority (Category B) typically denotes an invention awaiting further information on 
which to base a final evaluation.  This priority will be reviewed at appropriate intervals until a 
P1 or P3 priority can be assigned.  A P3 (Category C) priority denotes an invention not of 
enough interest to warrant the preparation and filing of a patent application by NASA.  A P3 
case will typically be inactivated.

If the inventor believes that an incorrect priority has been assigned to the invention, the 
inventor should immediately contact the Patent Counsel and/or Technology Transfer 

Office to discuss the matter.  There may be circumstances under which an incorrect 
priority was assigned, such as an inadequate evaluation of the invention or new 
information available since the submission of the disclosure.

Monetary Awards Available to Inventors

NASA regulations (14 C.F.R. 1240) provide that inventors are eligible for monetary 
awards upon the recommendation of the NASA Inventions and Contributions 

Board (ICB). Both NASA employees and employees of NASA contractors are eligible 
for these awards. These awards come at several different stages in the patenting process; 

hence, it is possible that one invention could result in several awards. These monetary 
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awards are submitted to the ICB by the Center’s Awards Liason Officer (ALO). More 
information can be seen at http://icb.nasa.gov.

Award Upon the Filing of a Patent Application
Upon reciept of the PTO Patent application Serial number, the Center ALO may apply for a 
NASA Patent Application Award from the ICB. An award of $1000 may be made to a sole 
inventor, or $500 each if there are two or more joint inventors.  The triggering event for this 
initial award is not the issuance of a patent, but the filing of a patent application.  For 
purposes of this initial award, it does not matter whether the sole inventor, or one or more of 
joint inventors, is an employee of NASA; both NASA employees and employees of NASA 
contractors are eligible for this award.

NASA  Tech Briefs
An ICB award is also given to the inventor when a NASA Tech Brief is approved for publica-
tion.  Currently, the amount of this award is $350 per author.  

Software Release Awards
When software is initially released to a qualified user an ICB award is available. Qualified 
users include both internal project users or external users (who receive the software through 
the Center’s Software Release Program). Currently, the amount of this award is $1000 for a 
sole inventor, and $500 for multiple inventors. 

Board Action Awards
The ICB may recommend the invention for an award, up to $100,000, based upon such 
factors as: the aeronautical, space, scientific, technical or humanitarian significance of the 
invention; the stage of development of the invention; the actual use of the invention by 
NASA, the Government, or industry; the potential for such use; and the level of 
creativity involved in making the invention. These awards may be submitted for at any 
time, however, frequently these factors cannot be evaluated until well after the patent 
has issued, or the invention has been used for some period of time.  Thus, the Center 
Patent Counsel or any other NASA official (including the inventor himself ) may resubmit an 
invention for the ICB’s later consideration of an award when these factors have become 
clearer.

NASA Invention of the Year Award and Software of the Year Award
Each year the NASA General Counsel selects the NASA Invention of the Year Award winner, 
from nominees sent from each Center.   This award is supported by the ICB with technical 
assistance, publicity, and monetary awards. The ICB also supports the NASA Software of the 
Year award, which is co-sponsored by the Office of the Chief Engineer and the Office of 
Safety and Mission Assurance. For more information on the requirements for these awards 
the Center ALO should be consulted. 
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Share of Royalties
In addition to the monetary awards discussed above, the law makes it possible for a NASA 
inventor to share in the royalties NASA receives from the licensing of the invention.  (15 U.
S.C. 3701).  Unlike the initial and supplemental awards, this royalty sharing applies only to 
government employees (and independent inventors who have assigned their rights to NASA).  
Current NASA regulations (NPR 2092.1A) provide that the first $5,000 in royalty income 
each year is distributed to the inventors.  Each inventor also receives 25% of any royalties in 
excess of $5,000 per year up to the first $25,000 received by NASA, and 30% of any remain-
der received.

The Patenting Process

Statutory Bars to Patentability
There are seven statutory “bars” to patentability of inventions enumerated in 35 U.S.C.§ 102 
[i.e., a patent may not be obtained even though the invention may fall into one of the 
previously discussed statutory classes].  The most common bar to patentability encountered 
by NASA inventors is:

The Public Disclosure Bar
Under U.S. law [35 U.S.C. § 102(b)], a patent may not be obtained unless the patent 
application is filed within 1 year from the date of a publication (or public use) disclosing the 
invention.  In many foreign countries, any publication prior to the patent application is a 
bar.  Thus, in order to avoid this bar, inventions should be disclosed to the Patent Counsel in 
sufficient time prior to any proposed publication or public use, for evaluation and processing 
of the application.

Other Bars to Patentability
Other statutory bars include: the applicant did not himself invent the subject matter sought 
to be patented [§102(f )]; the invention was known or used by others or described in a 
printed publication before the invention by the applicant [§102(a)]; the invention was 
abandoned [§ 102(c)]; or that another inventor independently conceived the invention 
before applicant and diligently reduced it to practice [§102(g)].

The “Obviousness” Bar to Patentability
The invention may also be “obvious” and therefore unpatentable.  Obvious modifications to 
existing technology are barred by 35 U.S.C. § 103.  This does not mean that small incremen-
tal changes in existing technology are unpatentable however.  Most inventions are small 
improvements, not giant leaps of new technology, such as the first laser was.   Therefore, an 
inventor should not be too quick to discount his invention as “obvious.”   If there is any 
doubt, it is best to submit the disclosure to the Patent Counsel for evaluation.
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Prior-Art Search
After the invention is evaluated for Government interest, a prior art search may be conducted 
on P1 priority inventions to determine if there are any existing patents or other publications 
that would render the invention unpatentable under 35 USC § 102 or § 103.  The search is 
conducted at the PTO in Alexandria, VA, either by the NASA attorney or an outside search 
firm.  The inventor may or may not be requested to assist in the search.  The results of the 
prior art search are often sent to the inventor for evaluation as to the relevance towards the 
invention.

Application Preparation
If the invention is not barred by 35 U.S.C. §102 or §103, and if the Government has 
sufficient interest in expending the funds necessary to obtain patent protection, then a patent 
application will be prepared by the Center’s Patent Counsel. All NASA patent attorneys are 
members of a state bar and are also licensed by the PTO to practice in patent cases before the 
PTO by passing a rigorous PTO exam on patent procedures. Most patent attorneys also 
spent several years as an engineer or scientist before becoming a patent attorney.

The application typically consists of three parts: (1) The Specification, (2) The Drawings, and 
(3) The Claims.

The Specification
The specification is a written description of the invention and includes the 
manner and process of making and using it and at least one embodiment.  
The specification must be written so that any person skilled in the art to 
which the invention pertains can make or use it.  It is important that NASA 
inventors submit as complete a description as possible to the Patent Counsel so 
that an adequate specification can be prepared.

The Drawings
An applicant for a patent must furnish a drawing where necessary for the understanding of 
the subject matter sought to be patented.  In most inventions disclosed by NASA employees, 
drawings will be required and they should be as detailed as possible.  Although the drawings 
should be as clear as possible, it is not necessary for the inventor to submit them in the 
“patent format”; clear and neat sketches are acceptable.  When required, the Patent Counsel 
will have formal drawings prepared by a patent draftsman.

The Claims
The claims appear at the end of the specification and are drafted by the attorney to cover the 
full scope of the applicant’s invention.  The claims represent the “metes and bounds” of the 
invention and define the subject matter which is legally protected by the patent grant.  They 
must particularly point out and distinctly claim the subject matter which the inventor 
regards as his invention.
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Draft Specification Review by Inventor
The attorney assigned to the case will prepare a draft specification for the inventor to review.  
The inventor is the person most familiar with the technology to which the invention pertains 
and should ensure that the specification describes the invention, including the manner and 
process of making and using it, in such full, clear, concise, and exact terms as to enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to 
make and use the invention.  The specification must also set forth the best mode contem-
plated by the inventor of carrying out the invention.  As previously discussed, the inventor 
should pay particular attention to the claims; although the inventor may not be familiar with 
the form in which the claims are written, it is important that the inventor spend the time 
necessary to fully understand the scope of the claims.

The draft specification may require several iterations before it is satisfactory to the inventor.  
The inventor should make as many corrections or changes as necessary to arrive at a satisfac-
tory patent application.  The inventor should keep in mind that it is generally better to over-
describe the invention than to run the risk that the PTO will reject the application because 
the specification is inadequate.

Execution of the Declaration and an Assignment or License
After the attorney and the inventor are satisfied with the specification the inventor will be 
requested to execute a Declaration and an Assignment for filing with the application in the 
PTO.

The DECLARATION (see Appendix A-4) states that:
(1) the inventor believes he or she is the original, first and sole inventor (or an original, first 		
	 and joint inventor) of the subject matter which is claimed and for which a patent is 		
	 sought on the invention;
(2) the inventor has reviewed and understands the contents of the specification, including the 	
	 claims;
(3) the inventor acknowledges the duty to disclose to the PTO all information which is 		
	 known to be material to patentability as defined in 37 CFR §1.56 (the Patent Counsel 		
	 can explain this further if necessary);
(4) the inventor claims the benefit under 35 U.S.C. §120 of any United States applications(s) 	
	 listed on the document, insofar as the subject matter of each of the claims of the  
	 appliction is not disclosed in the prior United States application in the manner provided 		
	 by the first paragraph of 35 U.S.C.§112, and acknowledges the duty to disclose to the 		
	 PTO all information known to him or her to be material to patentability as defined in 37 	
	 CFR § 1.56 which became available between the filing date of the prior application and 		
	 the national or PCT international filing date of this application.
(5) the inventor is appointing a NASA attorney to prosecute the application and to transact 		
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	 all business in the PTO connected therewith;
(6) the inventor is certifying that the Government of the United States of America, as 		
	 represented by the Administrator of the National Aeronautics and Space Administration, 		
	 has an assignment in, or license to, the invention set forth in the application and that,  
	 the Government has the irrevocable right to prosecute the application and to receive  
	 the patent;
(7) the inventor asks that Letters Patent be granted for the invention described and claimed 		
	 in the specification and claims; and
(8) the inventor declares that all statements made in the declaration are of the inventor’s own 		
	 knowledge, are true and that all statements made on information and belief are believed 		
	 to be true, and further that these statements are made with the knowledge that willful 		
	 false statements and the like so made are punishable by fine or imprisonment, or both, 		
	 under 18 U.S.C.§ 1001, and that such willful false statements may jeopardize the validity 	
	 of the application or any patent issuing thereon.

The ASSIGNMENT (see appendix A-5) states that in consideration of your employment by 
the Government you:
(1) Assign to the Government your full and exclusive right in and to the invention within the 	
	 United States of America, its territories and possessions, and your entire right, title and 		
	 interest in and to the application, and any corresponding continuation or divisional 		
	 application(s) and any patent(s) that may issue therefrom;
(2) Agree to grant to the Government your full and exclusive foreign rights in and to 		
	 the invention, in accordance with 37 CFR § 501.9, including right of priority under the 		
      International Convention of Paris (1883), as amended.  If the Government chooses not 		
	 to file an application in any foreign country you may request rights in that country in 		
	 accordance with the terms set forth in 37 CFR § 501.9, including the reservation of a 		
	 Government license to the invention; and
(3) Agree, at the expense of the Government,(a) to execute any document for, (b) to 			
	 deliver any requested information to, and (c) to cooperate in any manner with the 		
	 Government in order to allow the Government to protect any interest transferred by the 		
	 Assignment and Agreement.

Filing the Application With the PTO
The full patent application which consists generally of the Specification, Drawings, Claims, 
Declaration and Assignment will be sent by the Patent Counsel to the PTO which has offices 
in Crystal City, VA and Alexandria, VA.   The PTO will acknowledge receipt of the applica-
tion, assign a serial number and filing date, determine the proper classification of the inven-
tion, and forward the application to an “art unit” for examination.
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Foreign Filing
A patent is not extraterritorial in effect.  The existence of a U.S. patent will not prohibit the 
practice of the patented invention in a foreign country, even by a U.S. citizen.

NASA conducts a foreign patent program; the regulations establishing policy, criteria, and 
procedures concerning it are set forth at 14 CFR §1245.300.   Patent applications are filed 
on selected inventions in selected foreign countries, based upon determinations as to the 
prospects for licensing the potential foreign patent rights.  Foreign patent applications must 
be filed in each country or region in which NASA intends to protect its patent rights and the 
application must conform with all the rules of patent practice for that country or region.  

Foreign patent filing is extremely expensive and is undertaken by NASA only in carefully 
selected instances. A license may require that the licensee fund all foreign patenting costs. 
Foreign patent filing must also adhere to the requirements of 35 USC §184, which governs 
the filing of patent applications in foreign countries.  

Examination of the Application
The application is assigned to an examiner in an appropriate art unit for examination of the 
merits of the invention.  The examiner determines whether the application complies with the 
patent laws, will search the existing prior art, and will make an “Office Action” in the form of   
 a letter in which the examiner may reject some or all of the claims for one or more of the  
   reasons outlined below.  For prior art rejections, the examiner will cite prior art references    
     which “anticipate” the claimed invention or show that it would be obvious to a person 
having ordinary skill in the field of the invention.  It is normal to have some or all of the 
claims rejected on the first examination.

The statutory basis for rejection of the application is one or more of the following:

(1) Rejection based upon 35 U.S.C. §101:
	
     35 U.S.C. §101 states “Whoever invents or discovers any new and useful process, 		
	 machine, manufacture, or composition of matter, or any new and useful improvement 		
	 thereof, may obtain a patent therefor.”  If the application is rejected under §101, it could 		
	 be that the invention is directed to non-statutory subject matter, that the invention lacks 		
	 utility, or that the invention is inoperative and therefore lacks utility.  If the inventor is 		
	 attempting to obtain two patents on one invention, called “double patenting,” the 		
	 application will be rejected under this section.

(2) Rejection based upon 35 U.S.C. §102:
	
     35 U.S.C. § 102 enumerates the seven statutory bars discussed previously.  The examiner 		
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	 will cite the prior art which “anticipates” the invention and explain why the cited prior 		
	 art discloses all of the features of the invention.  Most of the time, the inventor and 		
	 attorney will be able to modify the claims to “overcome” the examiner’s rejection under 		
	 §102.  The examiner could also reject the application under this section if the examiner 		
	 found a prior publication of the invention that the inventor was unaware of.

(3) Rejection based upon 35 U.S.C. §103:
	
     35 U.S.C. §103 states” A patent may not be obtained though the invention is not 		
	 identically disclosed or described as set forth in section 102 of this title, if the differences 		
	 between the subject matter sought to be patented and the prior art are such that the 		
	 subject matter as a whole would have been obvious at the time the invention was made to 	
	 a person having ordinary skill in the art to which said subject matter pertains.”

This section is where most of the applications are rejected.  Usually, the examiner cannot find 
prior art which totally “anticipates” the invention.  Therefore, the examiner combines 2 or 
more prior art references to arrive at the invention.  When this happens, the attorney and 
inventor will discuss the numerous arguments why the examiner may be incorrect in making
the rejection under this section.

(4) Rejection based upon 35 U.S.C. §112:
	
     Section112 deals primarily with the adequacy of the specification, claims, and drawings.  		
	 Generally, section 112 problems are easy to clear-up, unless the specification is defective; 		
	 in that case, it may have to be re-written and a new application filed because “new 		
	 matter” may not be added to the specification after it is filed at the PTO.
 
The NASA patent attorney assigned to the case will answer the Office Action on behalf of the 
inventor, by an Amendment or other appropriate response in the form of a letter within the 
prescribed period of time, which is usually three months.  The Amendment will seek to 
overcome the examiner’s rejections by pointing out reasons why a patent should be granted.  
The examiner then examines the amended application.  This process continues until the 
inventor’s remaining claims are either “finally rejected” or are allowed.  “Finally rejected” 
simply means that the examiner has examined the claims at least twice, and that no further 
examination will be conducted.

Allowance, Appeal or Abandonment of the Application
If all of the claims in the application are “finally rejected,” then the application must either be 
abandoned, re-filed as permitted or appealed to the PTO Board of Appeals.  If some of the 
claims are allowed and some are “finally rejected,” the entire application can be appealed  
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or the rejected claims can be cancelled which will put the application in condition for 
allowance.

Once all of the claims in the application (after any amendments and/or cancellations) are 
allowed, the examiner will send a “Notice of Allowance and Issue Fee Due” to the attorney.  
This informs the NASA patent attorney that prosecution on the case is over, and that any 
remaining minor matters (such as the submission of formal patent drawings) must now be 
corrected.  The issue fee must be paid within 3 months of the date of the “Notice of Allow-
ance and Issue Fee Due.”

Issuance of the Patent
The original patent grant (See Appendix B-9) will issue in the name of the inventor 

approximately 3 months after NASA pays the issue fee.  If the inventor has assigned 
all rights to the Government, the original patent grant is sent by the PTO to NASA 
Headquarters where it is kept until it expires; a copy of the issued patent is sent to all 

inventors by the Patent Counsel along with a congratulatory letter.  If the inventor kept 
all rights and only gave a license to the Government, the original patent grant will be 

sent to the inventor’s residence.  In the case of joint inventors, the original patent grant will 
be sent to the first named inventor.

Maintenance Fees on Issued Patents
Although the patent is issued for a term of 20 years from application filing date, the PTO 
charges fees for maintaining the patent in force during the entire 20 year period.  These fees 
are assessed at intervals of 3.5, 7.5 and 11.5 years after the issue date of the patent.  NASA 
may or may not pay the fees depending on the commercial value of the patent at the time the 
maintenance fee becomes due.  On those patents for which NASA has only a license, pay-
ment of the maintenance fees is the responsibility of the inventor.

Correction of Issued Patents
When the inventor receives a copy of the issued patent, the inventor should carefully review 
the specification, claims and drawings for any mistakes.  If any significant mistakes are noted, 
the inventor should inform the Patent Counsel who will arrange for a “certificate of correc-
tion” to be issued by the PTO.

Expiration of the Patent Grant
The patent grant will expire 20 years following its application filing date or earlier, depending 
upon the payment of the maintenance fees.  After the expiration of the patent grant, the 
inventor who assigned all rights to the Government may receive the original grant from 
NASA Headquarters and any member of the public is then free to use the invention without 
interference.
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Licensing NASA Patents

More than 30,000 products and technologies have evolved from the space program since 
1958.  Some examples are:

Graphite Composites
• developed for spacecraft, the material’s strength and lightness is used in tennis rackets, 		
	 fishing poles and golf clubs.

Heated Ski Goggles
• adapted from helmets used for space walks.

Athletic Shoes
• special wedged heel developed for moon walkers.

Burglar Alarm
• detects human movement.

Freeze-Dried Food
• first used during astronaut John Glenn’s 1962 Mercury orbits.

Other spinoffs include: Liquid Crystal Watches, Smoke Detectors, Solar Calculators, Auto-
matic Teller Machines, Drunk Driver Testing devices, Offshore Oil Rigs, Heart-monitoring 
Exercise Equipment, Metallized Emergency Blankets, Airport Luggage X-ray Machines, and 
Solar Heating Systems.

NASA presently owns over 3000 and patent applications which protect inventions in 
hundreds of subject matter categories.  NASA has the authority to grant licenses on federally 
owned inventions pursuant to 35 USC§ 207-209.  This statutory authority is implemented 
by 37 CFR Part 404.
  
All patent licenses granted by NASA are individually negotiated with the prospective  
licensee, and each license contains terms as to commercialization, license duration, royalties, 
and periodic reporting.  NASA licenses may be exclusive, partially exclusive, or nonexclusive.

Technical assistance from NASA personnel for selected inventions may be made available by 
NASA.  This is generally on a reimbursable basis, and is generally negotiated by the licensee 
directly with the Field Center where the invention was made.

An application for the license of a NASA invention is initiated by the applicant sending an 
application to the Center where the invention originated.  The application should include a 
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development plan and other matters stated in 37 CFR 404.8.  The applicant should also 
propose a royalty payment.  The license will be negotiated at the Center and the Patent 
Counsel will make a recommendation to NASA Headquarters to grant, deny, or further 
negotiate modifications to the proposed license.  The Agency Counsel for Intellectual 
Property then makes a recommendation to the Headquarters General Counsel, who makes 
the final decision for NASA.

For exclusive and partially exclusive licenses, 37 CFR 404.7 requires an additional step before 
the final determination to grant a license can be made.  A notice of the prospective license 
must generally be placed in the Federal Register identifying the invention and prospective 
licensee, and provide for a minimum 15-day period for the public to file written objections.  
37 CFR 404.11 provides an appeal procedure to the NASA administrator for license appli-
cants aggrieved by the decision of the General Counsel. 

Patent Infringement

The word “infringement” means an encroachment upon the domain belonging to a patentee 
that is described by the claims of his patent.   If a patent is analogized to real property, the 
claims correspond to the boundary recited in the deed.  Invasion of the boundary of a 
landowner’s real estate is called trespass, while invasion of a patentee’s claims is called 

infringement.  Both are civil wrongs or “torts.”  Unlike a trespass, patent infringement is a   
    statutory wrong and is governed by federal law.  35 U.S.C. §271 defines infringement as 
“Whoever without authority makes, uses, offers to sell, or sells any patented invention, 
within the United States or imports into the United States any patented invention during 

the term of the patent therefor, infringes the patent.”  

A determination of patent infringement involves a two-step process.  First, the claims are 
analyzed by studying all of the relevant patent documents.  Second, the claims must “read 
on” the accused device or process.  This merely means that the device or process is examined 
to see if it is substantially described by the claims; in other words, the claims are tested to see 
whether they describe the accused infringement.

Infringement can be direct, indirect, or contributory.  Anyone who makes, uses, offers to sell, 
sells, or imports into the United States the patented invention is a direct infringer.  If a 
person actively encourages another to make, use or sell the invention, the person so inducing 
is liable for indirect infringement.  Contributory infringement can be committed by know-
ingly selling or supplying an item for which the only use is in connection with a patented 
invention.  Good faith or ignorance is no defense for direct infringement, but it can be for 
indirect or contributory infringement.

The remedies for infringement consist of: (1) injunctive relief, (2) damages (including treble 
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damages for willful infringement), (3) attorneys’ fees in some cases, and (4) court costs.

By the Government
Infringement, by the Government, of privately owned patents, is governed by 28 U.S.C. § 
1498, which provides that a suit against the Government in the U.S. Court of Federal 
Claims is the exclusive remedy for patent holders who allege their patented invention has 
been infringed by the U.S. Government or by one acting for the Government.  The primary 
purpose of this statute is to protect and relieve contractors from any liability for infringement 
by the owner when an invention is used by or manufactured for the United States.   By virtue 
of this statute, the Government may be held liable to the patent owner for payment of the 
“reasonable and entire compensation” for its unauthorized use of the patent.  Unlike a private 
party however, the government cannot commit the tort of “patent infringement.”  Govern-
mental use of a patented invention is viewed as an eminent domain taking of a license under 
the patent and not as a tort.

The Government may delegate its eminent domain power over patents to contractors acting 
on its behalf.  This is accomplished through inclusion of the “Authorization and Consent” 
clause in the contract [FAR clause 52.227-1].  This clause is usually included in research and 
development contracts and is a very significant power to grant to a contractor as it makes the 
Government responsible for the contractors infringement of any patents during the course of 
performance of the contract; the patent owner must bring his action against the government, 
not the contractor.

Sometimes the Government does not wish to fully delegate its eminent domain power to a 
contractor.  This is accomplished by inclusion in the contract of the “Patent Indemnity” 
clause [FAR clause 52.227-3] which obligates the contractor who infringes a patent to 
indemnify the Government for any liability it incurs.
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